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DETAILED ACTION 

Specification 

1 . The abstract of the disclosure is objected to because in line 2, "are into one 
another" should read --are inserted into one another--. Correction is required. See 
MPEP§ 608.01(b). 

2. The disclosure is objected to because of the following informalities: on page 5, 
line 23, "shouder" should read --shoulder-. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 21-29 are rejected under 35 U.S.C. 102(a) as being anticipated by 
Applicant's Admitted prior art (AAPA). 

Regarding claims 21 and 29, Applicant, at page 1 of the specification to be 
known as AAPA, discloses an annular composite workpiece comprised of two hollow 
cylindrical workpieces made of different materials and roll-formed. Applicant should note 
that the recitation "roll-formed by axial roll forming" is a product-by-process limitation 
and as such has not been given any patentable weight. "Even though product-by- 
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process claims are limited by and defined by the process, determination of patentability 
is based on the product itself. The patentability of a product does not depend on its 
method of production. If the product in the product-by-process claim is the same as or 
obvious from a product of the prior art, the claim is unpatentable even though the prior 
product was made by a different process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 
964, 966 (Fed.Cir. 1985). 

Regarding claims 22-28, Applicant should note that Official Notice is taken in that 
such composite workpieces are conventional in the art. 

5. Claim 21 is rejected under 35 U.S.C. 102(b) as being anticipated by 
Timmermans (US Patent 3,859,831). 

Timmermans discloses an annular composite workpiece comprised of two hollow 
cylindrical workpieces m, n made of different materials and rolled formed by axial roll 
forming (col. 1, lines 29-41 and fig. 1). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 14-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Timmermans in view of Ficker et al. (DE19526900). 
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With regards to claim 14, Timmermans discloses a method for producing an 
annular composite workpiece wherein two hollow cylindrical workpieces m and n of 
different material are inserted into one another (col. 1, lines 29-31 and fig. 1), and are 
subsequently axially rolled formed by pressing the two hollow cylindrical workpieces 
against each other between an outer roll forming tool a and an inner roll forming tool e. 
Although Timmermans does not disclose pressing the two hollow cylindrical workpieces 
against each other between two diametrically opposed outer roll forming tools and an 
inner rolling arbor, however it is known to axially roll form workpieces by pressing the 
workpieces between two diametrically opposed outer roll forming tools and an inner 
rolling arbor as attested by Ficker et al., see figures 2 and 9. Therefore it would have 
been obvious to one of ordinary skill in the art at the time the invention was made, to 
have substituted the roll arrangement of Timmermans with the one taught by Ficker et 
al., in order to improve the quality of the resulting composite workpiece. 

Regarding claims 15-18, Applicant should note that method of 
Timmermans/Ficker et al. could be used for rings or pipes, the rings or pipes being 
either loosely inserted into each other or having play relative to one another such that 
they can barely be inserted by hand. 

8. Claims 19 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Timmermans/Ficker et al. as applied to claim 14 above, and further in view of 
Reverman (US Patent 3,068,563). 

Regarding claim 19, Timmermans/Ficker et al. discloses a cold rolling method as 
shown above except for at least one of the surfaces being coated with a material. 
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However Reverman teaches a composite workpiece wherein a coating is provided on 
an outer surface of the inner member, see column 2, lines 15-18. Therefore it would 
have been obvious to one of ordinary skill in the art at the time the invention was made, 
to have applied a coating to the outer surface of the inner workpiece in the method of 
Timmermans/Ficker et al., in light of the teachings of Reverman, in order to enhance the 
bond between the surfaces. 

Regarding claim 20, it would have been obvious to one of ordinary skill in the art 
at the time the invention was made to have selected whatever material was expedient in 
the method of Timmermans/Ficker et al./Reverman, since it has been held to be within 
the general skill level of a worker in the art to select a known material on the basis of its 
suitability for the intended use as a matter of obvious design choice. In re Leshin, 125 
USPQ 416. See also Ballas Liquidating Co. V. Allied industries of Kansas, Inc. (DC 
Kans) 205 USPQ 331 . 



Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Essama Omgba whose telephone number is (571) 272- 
4532. The examiner can normally be reached on M-F 9-6:30, 1st Friday off. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Bryant can be reached on (571 ) 272-4526. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Essama Omgba/ 

Primary Examiner, Art Unit 3726 
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January 20, 2009 



